
 

 

 
  

Impact of the New Taiwan Patent Act on Patent Practice

    The newly amended Taiwan Patent Act, 

covering a total of 159 articles (108 amended, 36 

added and 15 deleted), was promulgated on 

December 21, 2011 and come into force as of 

January 1, 2013 of this year.  With the 

comprehensive revision to the Patent Act, TIPO 

(Taiwan Intellectual Property Office) completed 

amendments to Implementation Regulations of 

the Patent Act, Patent Examination Guidelines, 

patent related forms, and other corresponding 

measures before the effective date of the New 

Patent Act to ensure the new patent regime going 

smoothly.   

    This revision is aimed at promoting 

innovation and development of domestic 

industries, strengthening the patent examination 

system, and bringing Taiwan patent system more 

in line with international practices.  Here are 

highlights of the New Taiwan Patent Act from the 

prosecution’s perspective and major changes of 

patent practice during the filing stage, 

examination stage, allowance stage, and dispute 

stage. 

 

I. PATENT FILING STAGE 

1. Expanding the Applicable Scope of Grace 

Period and Adding New Applicable 

Conditions 

Applicant for the patent may claim grace 

period for his or prior right owner’s disclosing 

invention in any kind of printed publication 

within 6 months before the filing date. The 

applicable scope of grace period has been 

expanded to exempt both novelty and 

inventive step from the challenge of a 

non-prejudicial disclosure.  The printed 

publications are not limited to academic 

publications and also can be commercial 

publications. (Articles 22 and 122; and Rules 

15-16) 

2. Broadening the Protection Scope of 

Design Patent  

In response to the need of creativity in 

design industry, partial designs, 

computer-generated icons and graphical user 

interfaces (icons & GUIs), and sets of articles 

are added into the protection scope of design 

patent.  Derivative designs system is 

introduced to replace the associate design 

system so as to provide better protection for 

similar designs. (Article 121, 127 and 129)    

3. Limiting the Types of Languages Used in 

a Foreign-Language Patent Application  

With reference to the types of languages 

stipulated in the Patent Cooperation Treaty 

(PCT), upon receiving a filing date, the 

languages of the application shall be limited 

to Arabic, English, French, German, 

Japanese, Korean, Portuguese, Russian or 

Spanish. (Rules 2 and 4 of Implementation 
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Regulations Governing Foreign-language 

Patent Applications) 

4. Revising the Patent Specification Format  

Considering international practices, 

claim(s) and abstract are independent and 

separate documents from the specification.  

Besides, the specification format has been 

revised to be conformed with the Common 

Application Format (CAF) made by the 

Trilateral Offices. (Articles 23 and 25) 

5. Removing the Filing Requirement of 

Submitting an Assignment 

The requirement for submitting an 

Assignment is removed.  Assignment of 

application right signed by the inventor is no 

longer required for patent filing. (Article 25)       

6. Relaxing the Deadline of Submitting 

Priority Documents 

In view of the international practices, the 

time period of submitting priority documents 

has been relaxed from 4 months as of the 

filing date to 16 months as of the first priority 

date for invention /utility model patent 

applications and to 10 months as of the first 

priority date for design patent applications. 

(Articles 29 and 142) 

7. Relaxing the Deadline of Claiming 

Domestic Priority 

Since the timing for issuing an 

examination decision (for inventions) or a 

decision (for utility models) is beyond 

expectation of the applicant, restrictions 

concerning the deadline of claiming domestic 

priority has been relaxed from "where the 

original patent application has been decided" 

to "where the original patent application has 

been published or irrevocably rejected". 

(Article 30)  

8. Introducing Reinstatement of Right for 

Claiming Foreign Priority 

Applicants or patent owners who 

unintentionally failed to claim priority rights at 

the time of application may apply for 

reinstatement of rights within sixteen months 

after the earliest priority date. (Article 29) 

9. Relaxing the Deadline of Submitting the 

Evidentiary Document of Depositing the 

Biological Material 

The Deposit Certificate and Viability 

Certificate of the Biological Material are 

combined into Single Evidentiary Document.  

The time period of Submitting the Evidentiary 

Document of depositing the biological 

material is relaxed from 3 months to 4 months 

as of the filing date. (Article 27) 

 

II. PATENT EXAMINATION STAGE   

1. Deleting the Time Limit for Applicant’s 

Preliminary Amendment 

The time limit for applicant’s preliminary 

amendment is deleted; however, after TIPO 

has issued an office action, the applicant can 

only amend their applications within the time 

limit specified in the action. (Article 30) 

2. Introducing Final Notification Practice 

After the TIPO has issued an 

Examination Notice, the Examiner may issue 

a Final Notification if it is deemed necessary.  

In order to avoid causing delay due to 

repeated amendments filed by the Applicant, 

claims can only be amended in any of the 

following manners within the time limit 
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specified in the Final Notification: (a) to delete 

claim(s); (b) to narrow the scope of claim(s); 

(c) to correct erroneous description; (d) to 

clarify unclear description. (Articles 43 and 

49) 

3. Introducing Correction of Translation 

Errors 

A new procedure for amending/correcting 

translation errors is introduced.  It is clearly 

stated that amendment of a foreign-language 

patent specification and claim(s) is not 

allowed, and amendment/correction of 

translation errors shall not go beyond the 

disclosure scope of the foreign-language 

specification, claims and drawings as filed.  

A violation of the requirement for 

amending/correcting translational error(s) 

shall be a ground for invalidating a granted 

patent. (Articles 44 and 67, 110, 133, &139) 

4. Allowing Dual Application of Invention 

and Utility Model 

Applicant can file an invention patent 

application and a utility model patent 

application for the same creation on the same 

date. After the TIPO determines the invention 

patent is allowable, it will notify the applicant 

to select one patent within a specified time 

limit. Where the applicant selects the 

invention patent, the utility model patent shall 

be deemed non-existent ab initio. (Article 32) 

5. Changing the Time Period for Submitting 

a Request of Reexamination 

In order to simply the calculation of time 

period, the time period for submitting a 

request of reexamination has been changed 

from within six days to within two months from 

the date of receiving the examination decision. 

(Article 48)  

6. Changing the Time Period for Filing a 

Conversion Application for a Utility Model 

Concerning the time period for filing an 

appeal, the time period for filing a conversion 

application for a utility model is shortened 

from 60 days to 30 days from the date of 

receiving the decision so as to be consistent 

with the time period for filing an appeal. 

(Article 132) 

7. Adding Formality Examination Items for 

Utility Model Application 

Amendment of a utility model patent 

application is subject to formality examination.  

If an amendment of a utility model patent 

application goes beyond the scope of the 

disclosure at the time of patent filing, the 

application shall not be allowed. (Article 112) 

 

III. PATENT ALLOWANCE STAGE   

1. Relaxing the Timing Requirement for 

Filing Divisional Applications 

Divisional applications are allowed to be 

filed within 30 days from the date on which a 

decision of granting a patent for the original 

patent application was issued. (Article 34) 

2. Introducing Reinstatement of Patent Right 

Due to Unintentional Delay of Issuance 

Fee or/and Annuity Payments 

Reinstatement of patent right due to 

unintentional delay of issuance fee or/and 

annuity payments has introduced.  

Applicants or patent owners who lost their 

patent rights because they unintentionally 

failed to pay patent annuities on time may 
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apply for reinstatement of rights. (Articles 52, 

59 and 70)    

3. Relaxing the Requirement for Applying 

for Extension of Patent Terms 

The requirement for applying for 

extension of patent terms is relaxed by 

removing the minimum two-year threshold 

requirement for applying for extension of 

patent terms of pharmaceutical and 

agrichemical related invention patents. 

(Article 53) 

4. Adding Provisions to Clearly Define an 

Exclusive Licensing 

A patent licensing can be an exclusive 

licensing or a non-exclusive licensing.  It is 

clearly stated that an exclusive licensee shall, 

within the scope of the license granted, 

exclude the patentee and third parties from 

exploiting the patented invention.  An 

exclusive licensee may sub-license a third 

party to exploit the licensed patent unless 

otherwise agreed upon by contract, while a 

non-exclusive licensee shall not be allowed to 

sub-license a third party to exploit the 

licensed patent without the consent of the 

invention patentee or the exclusive licensee. 

(Articles 62 and 63) 

5. Clarifying the Examination of Correction 

made in Utility Model Patent Applications  

It is clarified that correction made in utility 

model patent is subject to formality 

examination, while the correction combined 

with an invalidation action is subject to 

substantive examination. (Article 118)   

 

 

IV. PATENT DISPUTE STAGE 

1. Allowing Invalidation Actions on Partial 

Claims 

Invalidation actions is allowed to be filed 

against partial claims with an invalidation 

statement. (Article 73) 

2. Revising Grounds for Invalidation Actions 

    The grounds for filing invalidation actions 

are revised by further including a violation of 

the requirement for correcting translation 

errors, a violation of the timing for making 

patent division, a violation of making 

amendment after receiving a Final 

Notification etc.  (Article 71) 

3. Allowing Joint Examination and Decision 

of invalidation proceedings 

Joint examination and decision of 

invalidation and amendment, or joint 

examination and decision of multiple 

invalidation requests are allowed in 

Invalidation proceedings.  Procedures for 

invalidation actions and corrections can be 

combined, and decisions for invalidation 

actions and corrections can also be combined.  

Examination by ex officio action is abolished 

in the new invalidation system. (Articles 75, 

77 and 78)  

4. Stipulating the Principle of ne bis in idem  

Separately request for invalidation 

against the same patent based on the same 

facts and evidence is not allowed.  

Submitting new evidence which has been 

considered groundless by a Decision from the 

Intellectual Property Court is not allowed for 

invalidation. (Article 81) 
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5. Revising Provisions of Claiming Damages 

of Patent Infringement  

It has been clarified that the infringer’s 

intentional or negligent act is necessary for 

the patentee to claim the damages of patent 

infringement.  When no patent marking is 

made, evidence shall be produced when 

claiming damages to prove that the infringer 

has had knowledge or may have knowledge 

with respect to the fact that the article is under 

patent protection.  A new option of 

determining the amount of damages by a 

reasonable royalty for the use made of the 

invention by the infringer has been codified. 

(Articles 96, 97 and 98)  

 

 

CONCLUSION 

The above changes cover many aspects and 

expansively affect patent applications filed before, 

on and after the effective date of the new Patent 

Act.  In order to benefit our clients with a 

thorough understanding of the new system, we 

will keep an eye on latest updates in Taiwan and 

pay close attention to any development of patent 

practice.  Applicants are also encouraged to 

know these important changes for each stage 

under the new patent system, so as to adapt to its 

operation and come up with the best practice and 

prosecution strategies for their patents and patent 

applications and better protect their own rights.  

 

 

 

 


